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No new matter has been added by these amendments; therefore, Applicants 
respectfully request that examination continue on the claims as amended herewith. 

Rejection under 35 U.S.C. S 103 

The Office Action rejected claims 1-6 under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Halloran (U.S. Patent 6,071,975). Specifically, the Office Action alleged 
that Halloran teaches oil-in-water emulsions in which the continuous phase can contain diols 
in an amount within the claimed range. Applicants respectfully traverse this rejection to the 
extent that it is applied to the amended claims. 

Applicants first note that Halloran does not teach or suggest silicone polymer 
emulsions . Instead, Halloran only discloses the preparation of microemulsions , which are 
different fi-om emulsions. As is shown fi-om Duncan J. Shaw, "Introduction to Colloid and 
Surface Chemistry," Fourth Edition, Butterworth-Heinemann Ltd., Oxford, 1992, pp. 262-263 
and 89-90, a copy of which is enclosed as Exhibit A, an emulsion is defined as a dispersed 
system where the globules of the dispersed phase have a size range of fi-om 0.1 to 10 ^m, i.e., 
100 to 10,000 nm, and a microemulsion has a dispersed phase with droplets in the 0.01 to 0.1 
ym size range, i.e, 10 to 100 nm. This definition is confirmed by Halloran, which states that 
"an emulsion is considered as containing structures as having an average diameter of more 
than 100 nm [0.1 |j.m ], whereas a microemulsion contains structures having an average 
diameter of less than 100 nm...most preferably less than 10 nm." (Halloran at col. 2, lines 
15-26.) Accordingly, contrary to the statements in the Office Action, Halloran does not teach 
"a silicone oil in water emulsion in which the continuous phase, the water phase, can contain 
diols in an amount within the claimed phase." (See Office Action at page 2.) 

Further, Halloran teaches away firom an emulsion, as recited in the claims, because 
this reference is directed towards optically clear compositions. (See Halloran at col. 1, lines 
17-21.) As noted by Halloran, the clarity of a composifion is controlled by the particle size of 
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the dispersed phase because the scattering of light is dependent on the particle size. (Halloran 
at col. 2, lines 27-33.) This phenomenon is also discussed in the Exhibit A, which states that 
"the visual appearance of an emulsion reflects the influence of droplet size on light scattering, 
and varies from milky-white-opaque, with large droplets, through blue-white, then gray- 
translucent, to transparent, with small microemulsion droplets." In other words, since the 
preparation of emulsions would be contrary to Halloran's objectives of obtaining optically 
clear compositions, Halloran teaches away from an emulsion, as recited in the claims. 

Moreover, Halloran states that emulsions are inherently unstable, but that 
microemulsions are stable indefinitely. (Halloran at col. 2, lines 33-36.) Halloran also states 
that clear microemulsions exhibit a variety of advantages and beneficial properties such as 
clarity, very small structure size, ultra-low interfacial tensions, etc. (Halloran at col. 1 1, lines 
4-11.) Therefore, in addition to the discussion above, Halloran expressly discourages the 
skilled artisan from preparing emulsions for at least this additional reason. 

Additionally, Halloran only discloses oil-in- water microemulsions in which the 
continuous phase of the microemulsion may contain 50 wt. % water, 5 wt. % surfactant, and 
15 wt. % of a co-surfactant that can be a diol. (See Halloran at col. 4, lines 50-59 and col. 6, 
lines 37-41.) Halloran does not disclose using more than 15 wt. % of the co-surfactant. 
However, the Office Action makes an unsupported allegation that Halloran's disclosed 15 wt. 
% of co-surfactant suggests the "about 25 % by weight" recited in the claims. Thus, even 
assuming that Halloran suggested the preparation of emulsions (which it does not), since the 
Office Action does not provide any support for the contention that Halloran's 15 % by weight 
co-surfactant would suggest or motivate the "about 25 % by weight" recited by Applicants, 
the Office Action does not set forth a prima facie case of obviousness against the claimed 
invention. 
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CONCLUSION 

Pursuant to the above Amendments and Remarks, reconsideration and allowance of 
the pending application is believed to be warranted. 

A Credit Card Payment Form PTO-2038 authorizing payment in the amount of 
$750.00, for the fee under 37 C.F.R. § 1.17(e) and a Request for Continued Examination are 
enclosed. This amount is believed to be correct; however, the Commissioner is hereby 
authorized to charge any additional fees that may be required, or credit any overpayment to 
Deposit Account No. 14-0629. 



Respectfully submitted, 
NEEDLE & ROSENBERG, P.C. 





Jgfcqueline M. Hutter 
Registration No. 44,792 



NEEDLE & ROSENBERG, P.C. 
The Candler Building 
127 Peachtree Street, N.E. 
Atlanta, Georgia 30303-181 1 
(404) 688-0770 
(404) 688-9880 fax 



CERTIFICATE OF MAILING UNDER 37 C.F.R. S 1.8 

I hereby certify that this AMENDMENT AND RESPONSE ACCOMPANYING RCE is being deposited with the United States 
Postal Service as first class mail in an envelope addressed to: BOX RCE, Commissioner for Patents, Washington D.C. 20231 on the 
date shown below. 



(Jacqai 



acaaeline M. Hutter 



Date 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE . \> 





1. 



c. 



b. 



a. 



(Twice 



Amended) A silicone polymer emulsion consisting essentially of: O 
[a] silicone polymer particles : *^ 
a surfactant; and 

a liquid continuous phase comprising a diol, wherein the diol comprises from 
about 25 to about 100% by weight of the continuous phase, [and] wherein the 
silicone polymer particles are [is] dispersed in the continuous phase, and 
wherein the silicone polymer particles have a size range of from about 0. 1 to 



10 microns. 



5. (Twice Amended) The silicone polymer emulsion of claim 1, wherein the surfactant 
comprises alkali metal[,] or ammonium salts of alkyl, aryl or alkylaryl sulfonates, 
sulfates, phosphates, alkyl and alkylaryl polydiol ethers, ethoxylation products of 
lauryl, oleyl and stearyl alcohols, alkyl phenol glycol ethers, ethoxylation products of 
octyl or nonylphenol, or a mixture thereof 
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